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DETAILED ACTION 
Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1 . 1 1 4, including the fee set 
forth in 37 CFR 1 .17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.1 14, and the fee set 
forth in 37 CFR 1.17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.1 14. Applicant's submission filed on 10 
March 2006 has been entered. 

2. By the above submission, Claims 1 , 2, 4, 1 5, 21 , 23, 24, 36, 37, and 44 have 
been amended. No claims have been added or canceled. Claims 1-1 5 and 21-46 are 
currently pending in the present application. 

Response to Arguments 

3. Applicant's arguments filed 10 March 2006 have been fully considered but they 
are not persuasive. 

Regarding the rejection of Claims 1-15 under 35 U.S.C. 101 as directed to non- 
statutory subject matter. Applicant argues that amended Claim 1 "includes nonfunctional 
descriptive material in combination with functional descriptive material that defines a 
functional interrelationship both as part of the stored data and as part of the computing 
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processes performed by the computer" (page 12 of the present response). However, 
Applicant does not clearly point out what the functional material is that defines a 
functional interrelationship nor what such relationship is. It appears to the Examiner 
that Claims 1 and 15 still only recite a file and a string embedded in that file, stored in a 
computer readable medium. The fact that the string is embedded in the file merely 
shows the arrangement of the pieces of data; that the claims have been amended to 
recite that the string is embedded more than once, or in a hidden manner as in 
amended Claim 1 , does not define a functional interrelationship any more than the 
string embedded singly. An arrangement of data is considered non-functional 
descriptive material. As noted in the previous Office actions and as acknowledged by 
Applicant in the present response, nonfunctional descriptive material is not statutory by 
itself, even if tangibly embodied. See MPEP § 2106 IV.B.1 and IV.B.I(b). 

Therefore, for the reasons detailed above, the Examiner maintains the rejection 
as set forth below. 

4. Applicant's arguments with respect to the rejections of Claims 1 -1 5 and 21-46 
under 35 U.S.C. 103(a) have been considered but are moot in view of the new 
ground(s) of rejection. 

Information Disclosure Statement 

5. The information disclosure statement filed 28 February 2006 fails to comply with 
37 CFR 1.98(a)(2), which requires a legible copy of each cited foreign patent document; 



Application/Control Number: 09/91 1 ,750 Page 4 

Art Unit: 2137 

each non-patent literature publication or that portion which caused it to be listed; and all 
other information or that portion which caused it to be listed. It has been placed in the 
application file, but the information referred to therein has not been considered. 

Drawings 

6. The Examiner acknowledges the replacement drawing sheet submitted with the 
response of 20 January 2006. The new drawings have been entered, and the objection 
to the drawings is withdrawn in light of the new drawings. 

Claim Rejections - 35 USC § 101 

7. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

8. Claims 1-15 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. 

Claims 1-15 are directed merely to an arrangement of data, although stored in a 
processor readable medium. Specifically, the independent claims recite a digital file 
and a digital string arranged as embedded within the file. An arrangement of data is 
non-functional descriptive material, which is not statutory subject matter even if stored in 
a computer-readable medium. See MPEP § 2106 IV.B.1 and IV.B.1(b). 
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Claim Rejections - 35 USC §112 

9. The rejection of Claims 44-46 under 35 U.S.C. 112, second paragraph, as 
indefinite is withdrawn in light of the amendments to the claims. 

Claim Rejections - 35 USC § 103 

1 0. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

11. Claims 1-15, 21-35, and 37^6 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Wiser et al, US Patent 6385596, in view of Fujiwara, US Patent 
Application Publication 2001/0054081, and Stefik et al, US Patent 6233684. 

In reference to Claim 1 , Wiser discloses valued content in a computer readable- 
medium including a digital file having independent value to a provider (column 6, lines 
48-52) and a digital string having a latent value to a purchaser embedded in a passport 
that is linked to the digital file (column 8, lines 53-56, where the string is personal 
information). However, although Wiser discloses that the string is embedded in the 
passport linked to the file (column 6, lines 44-46), Wiser does not explicitly disclose also 
embedding the personal information in the file itself. 
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Fujiwara discloses a system for content delivery in which personal data is 
embedded in a delivered digital file (page 4, paragraph 0047; page 5, paragraphs 0049 
and 0054). Therefore, it would have been obvious to one of ordinary skill in the art at 
the time the invention was made modify the content of Wiser to include the string also 
embedded directly in the digital file, in order to effectively prevent illegal copying (see 
Fujiwara, page 5, paragraph 0049). 

Although Wiser and Fujiwara disclose watermarks (Wiser, column 7, lines 5-6 
and 17-26) and a string embedded in a digital file (Fujiwara, page 4, paragraph 0047; 
page 5, paragraphs 0049 and 0054), neither Wiser nor Fujiwara explicitly discloses 
embedding the string multiple times nor in a hidden manner. Stefik discloses a system 
for controlling use of digital works in which multiple watermarks may be embedded 
within a digital work, and both visible and invisible (i.e. hidden) watermarks may be used 
(column 8, lines 51-55). Therefore, it would have been obvious to one of ordinary skill 
in the art at the time the invention was made to modify the content of Wiser and 
Fujiwara to include the string embedded two or more times, at least once in a hidden 
manner, in order to increase robustness; that is, even if the visible string(s) is/are 
somehow removed, the invisible one(s) would remain and still allow control of the digital 
rights (see Stefik, column 8, lines 55-56). 

In reference to Claims 2 and 3, Wiser, Fujiwara, and Stefik further disclose that 
the string is encrypted (Wiser, column 9, lines 19-20). 
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In reference to Claim 4, Wiser, Fujiwara, and Stefik further disclose the string 
being embedded in a human perceptible form (Wiser, column 9, lines 16-18; Fujiwara, 
page 5, paragraph 0049; Stefik, column 8, lines 51-55). 

In reference to Claim 5, Wiser, Fujiwara, and Stefik further disclose a digital 
watermark (Wiser, column 7, lines 5-6 and 17-26; Stefik, column 8, lines 51-55). 

In reference to Claims 6-9, Wiser, Fujiwara, and Stefik further disclose that the 
file can include text, images, video, and audio (Wiser, column 6, lines 59-60, for text and 
images; Wiser, column 6, lines 48-52; column 7, lines 4-9 for audio; Fujiwara, for 
example, page 6, paragraph 0057 for text, images, and audio; Stefik, column 5, lines 
35-40, for text, images, audio, and video). 

In reference to Claim 10, Wiser, Fujiwara, and Stefik further disclose that the 
latent value of the string resides in information that would place the purchaser at 
increased financial risk if known by another (Wiser, column 8, lines 53-56). 

In reference to Claims 1 1 and 12, Wiser, Fujiwara, and Stefik further disclose a 
provider string that can be encrypted (see Wiser, column 4, lines 1-4; column 7, lines 
27-46; see also column 10, line 60-column 11, line 7). 

In reference to Claims 13 and 14, Wiser, Fujiwara, and Stefik further discloses 
recording the file on a portable medium (see Wiser, column 9, line 53-column 10, line 
16). 

In reference to Claim 15, Wiser discloses valued content in a computer readable- 
medium including a digital file having independent value to a provider (column 6, lines 
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48-52), a digital string having a latent value to a purchaser embedded in a passport that 
is linked to the digital file (column 8, lines 53-56), and an encrypted provider digital 
string (see column 4, lines 1-4; column 7, lines 27-46). However, although Wiser 
discloses that the string is embedded in the passport linked to the file (column 6. lines 
44-46), Wiser does not explicitly disclose also embedding the personal information in 
the file itself. 

Fujiwara discloses a system for content delivery in which personal data is 
embedded in a delivered digital file (page 4, paragraph 0047; page 5, paragraphs 0049 
and 0054). Therefore, it would have been obvious to one of ordinary skill in the art at 
the time the invention was made modify the content of Wiser to include the string also 
embedded directly in the digital file, in order to effectively prevent illegal copying (see 
Fujiwara, page 5, paragraph 0049). 

Although Wiser and Fujiwara disclose watermarks (Wiser, column 7, lines 5-6 
and 17-26) and a string embedded in a digital file (Fujiwara, page 4, paragraph 0047; 
page 5, paragraphs 0049 and 0054), neither Wiser nor Fujiwara explicitly discloses 
embedding the string multiple times. Stefik discloses a system for controlling use of 
digital works in which multiple watermarks may be embedded within a digital work 
(column 8, lines 51-55). Therefore, it would have been obvious to one of ordinary skill 
in the art at the time the invention was made to modify the content of Wiser and 
Fujiwara to include the string embedded two or more times, at least once in a hidden 
manner, in order to increase robustness; that is, even if the visible string(s) is/are 
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somehow removed, the invisible one(s) would remain and still allow control of the digital 
rights (see Stefik, column 8, lines 55-56). 

In reference to Claim 21, Wiser discloses a method including acquiring a digital 
string, embedding the string in a passport that is linked to the digital file (column 8, lines 
53-56), and conveying the file to a purchaser (column 9, lines 54-56). However, 
although Wiser discloses that the string is embedded in the passport linked to the file 
(column 6, lines 44-46), Wiser does not explicitly disclose also embedding the personal 
information in the file itself. 

Fujiwara discloses a method for content delivery in which personal data is 
embedded in a delivered digital file (page 4, paragraph 0047; page 5, paragraphs 0049 
and 0054). Therefore, it would have been obvious to one of ordinary skill in the art at 
the time the invention was made modify the method of Wiser to include embedding the 
string directly in the digital file, in order to effectively prevent illegal copying (see 
Fujiwara, page 5, paragraph 0049). 

Although Wiser and Fujiwara disclose watermarks (Wiser, column 7, lines 5-6 
and 17-26) and a string embedded in a digital file (Fujiwara, page 4, paragraph 0047; 
page 5, paragraphs 0049 and 0054), neither Wiser nor Fujiwara explicitly discloses 
embedding the string multiple times nor in a hidden manner. Stefik discloses a method 
for controlling use of digital works in which multiple watermarks may be embedded 
within a digital work, and both visible and invisible (i.e. hidden) watermarks may be used 
(column 8, lines 51-55). Therefore, it would have been obvious to one of ordinary skill 
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in the art at the time the invention was made to modify the content of Wiser and 
Fujiwara to include the string embedded two or more times, at least once in a hidden 
manner, in order to increase robustness; that is, even if the visible string(s) is/are 
somehow removed, the invisible one(s) would remain and still allow control of the digital 
rights (see Stefik, column 8, lines 55-56). 

In reference to Claims 22-24, Wiser, Fujiwara, and Stefik further disclose 
encrypting the digital string (Wiser, column 9, lines 19-20). 

In reference to Claim 25, Wiser, Fujiwara, and Stefik further disclose generating 
a digital watermark (Wiser, column 7, lines 5-6 and 17-26; Stefik, column 10, lines 20- 
22; column 8, lines 51-55). 

In reference to Claims 26 and 27, Wiser, Fujiwara, and Stefik further disclose a 
provider string that can be encrypted (see Wiser, column 4, lines 1-4; column 7, lines 
27-46; see also column 10, line 60-column 11, line 7). 

In reference to Claim 28, Wiser, Fujiwara, and Stefik further disclose recording 
the file on a portable medium (Wiser„ column 9, line 53-column 10, line 16). 

In reference to Claims 29 and 30, Wiser, Fujiwara, and Stefik further disclose 
transmitting the content via a network (Wiser, column 5, lines 43-46). 

In reference to Claims 31-33, Wiser, Fujiwara, and Stefik further discloses that 
the string can be embedded in images, audio, or video (Wiser, column 6, lines 59-60, 
for images; Wiser, column 6, lines 48-52; column 7, lines 4-9 for audio; Fujiwara, for 
example, page 6, paragraph 0057 for images, and audio; Stefik, column 5, lines 35^0, 
for images, audio, and video). 
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In reference to Claim 34, Wiser, Fujiwara, and Stefil< further disclose that the 
latent value of the string resides in information that would place the purchaser at 
increased financial risk if known by another (Wiser, column 8, lines 53-56). 

In reference to Claim 35, Wiser, Fujiwara, and Stefik further disclose determining 
the content of the string (Wiser, column 9, lines 1 1-24). 

In reference to Claim 37, Wiser discloses a system including a processor (see, 
for example, Figure 1 , Client System 126; see also column 9, lines 40-52), a storage 
device (for example, see column 10, lines 50-55), an interface, and content including a 
digital file (column 6, lines 48-52) and a string embedded in a passport that is linked to 
the digital file (column 8, lines 53-56). However, although Wiser discloses that the 
string is embedded in the passport linked to the file (column 6, lines 44-46), Wiser does 
not explicitly disclose also embedding the personal information in the file itself. 

Fujiwara discloses a system for content delivery in which personal data is 
embedded in a delivered digital file (page 4, paragraph 0047; page 5, paragraphs 0049 
and 0054). Therefore, it would have been obvious to one of ordinary skill in the art at 
the time the invention was made modify the system of Wiser to include the string also 
embedded directly in the digital file, in order to effectively prevent illegal copying (see 
Fujiwara, page 5, paragraph 0049). 

Although Wiser and Fujiwara disclose watermarks (Wiser, column 7, lines 5-6 
and 17-26) and a string embedded in a digital file (Fujiwara, page 4, paragraph 0047; 
page 5, paragraphs 0049 and 0054), neither Wiser nor Fujiwara explicitly discloses 
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embedding the string multiple times nor in a hidden manner. Stefik discloses a system 
for controlling use of digital works in which multiple watermarks may be embedded 
within a digital work, and both visible and invisible (i.e. hidden) watermarks may be used 
(column 8, lines 51-55). Therefore, it would have been obvious to one of ordinary skill 
in the art at the time the invention was made to modify the content of Wiser and 
Fujiwara to include the string embedded two or more times, at least once in a hidden 
manner, in order to increase robustness; that is, even if the visible string(s) is/are 
somehow removed, the invisible one(s) would remain and still allow control of the digital 
rights (see Stefik, column 8, lines 55-56). 

In reference to Claim 38, Wiser, Fujiwara, and Stefik further disclose an output 
device (Wiser, column 10, lines 1-16; Stefik, column 6, lines 18-22). 

In reference to Claims 39 and 40, Wiser, Fujiwara, and Stefik further disclose a 
connection to a network (Wiser, column 5, lines 43-46). 

In reference to Claim 41 , Wiser, Fujiwara, and Stefik further disclose determining 
the content of the string (Wiser, column 9, lines 11-24). 

In reference to Claims 42 and 43, Wiser, Fujiwara, and Stefik further disclose a 
point of sale machine and a network connection (Wiser, see column 1 1 , lines 8-13). 

In reference to Claim 44, Wiser discloses a system including a processor 
(column 9, lines 40-52), an interface that requests a digital string (column 8, lines 53- 
56), and a storage device (for example, column 10, lines 50-55). Wiser further 
discloses embedding the string in a passport that is linked to a digital file (column 8, 



Application/Control Number: 09/91 1 ,750 Page 1 3 

Art Unit: 2137 

lines 53-56). However, although Wiser discloses that the string is embedded in the 
passport linked to the file (column 6, lines 44-46), Wiser does not explicitly disclose also 
embedding the personal information in the file itself. 

Fujiwara discloses a system for content delivery in which personal data is 
embedded in a delivered digital file (page 4, paragraph 0047; page 5, paragraphs 0049 
and 0054). Therefore, it would have been obvious to one of ordinary skill in the art at 
the time the invention was made modify the system of Wiser to embed the string directly 
in the digital file, in order to effectively prevent illegal copying (see Fujiwara, page 5, 
paragraph 0049). 

Although Wiser and Fujiwara disclose watermarks (Wiser, column 7, lines 5-6 
and 17-26) and a string embedded in a digital file (Fujiwara, page 4, paragraph 0047; 
page 5, paragraphs 0049 and 0054), neither Wiser nor Fujiwara explicitly discloses 
embedding the string multiple times nor in a hidden manner. Stefik discloses a method 
for controlling use of digital works in which multiple watermarks may be embedded 
within a digital work, and both visible and invisible (i.e. hidden) watermarks may be used 
(column 8, lines 51-55). Therefore, it would have been obvious to one of ordinary skill 
in the art at the time the invention was made to modify the content of Wiser and 
Fujiwara to include the string embedded two or more times, at least once in a hidden 
manner, in order to increase robustness; that is, even if the visible string(s) is/are 
somehow removed, the invisible one(s) would remain and still allow control of the digital 
rights (see Stefik, column 8, lines 55-56). 
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In reference to Claims 45 and 46, Wiser, Fujiwara, and Stefik further disclose a 
network (Wiser, column 5, lines 43-46). 

12. Claim 36 is rejected under 35 U.S.C. 103(a) as being unpatentable over Dwork et 
al, US Patent 6038316, in view of Fujiwara and Stefik. 

In reference to Claim 36, Dwork discloses acquiring a digital string (column 7, 
lines 40-47), embedding the string in an encryption key (column 7, lines 14-19), 
encrypting a digital file (column 7, lines 34-37), and conveying the encrypted file to a 
purchaser (column 7, lines 38-40). However, Dwork does not explicitly disclose also 
embedding the digital string in the digital file that is encrypted. 

Fujiwara discloses a method for content delivery in which personal data is 
embedded in a delivered digital file (page 4, paragraph 0047; page 5, paragraphs 0049 
and 0054). Therefore, it would have been obvious to one of ordinary skill in the art at 
the time the invention was made modify the method of Dwork to include embedding the 
string directly in the digital file before encryption, in order to effectively prevent illegal 
copying (see Fujiwara, page 5, paragraph 0049). 

Although Wiser and Fujiwara disclose watermarks (Wiser, column 7, lines 5-6 
and 17-26) and a string embedded in a digital file (Fujiwara, page 4, paragraph 0047; 
page 5, paragraphs 0049 and 0054), neither Wiser nor Fujiwara explicitly discloses 
embedding the string multiple times nor in a hidden manner. Stefik discloses a method 
for controlling use of digital works in which multiple watermarks may be embedded 
within a digital work, and both visible and invisible (i.e. hidden) watermarks may be used 
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(column 8, lines 51-55). Therefore, it would have been obvious to one of ordinary skill 
in the art at the time the invention was made to modify the content of Dwork and 
Fujiwara to include the string embedded two or more times, at least once in a hidden 
manner, in order to increase robustness; that is, even if the visible string(s) is/are 
somehow removed, the invisible one(s) would remain and still allow control of the digital 
rights (see Stefik, column 8, lines 55-56). 

Conclusion 

1 3. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

a. Moskowitz et al, US Patent 5822432, discloses a system in which multiple 
watermarks are encoded in a digital work, where the watermarks are hidden. 

b. Vynne et al, US Patent 5960081 , discloses a system where a digital 
signature is hidden in a video sequence by embedding the signature repeatedly. 

c. Sharma et al, US Patent 6385329, discloses a system where a watermark 
embedder hides watermarks that are repeated throughout an image. 

d. Carr et al, US Patent 63891 51 , discloses a system where hidden digital 
watermarks are included in multiple elements of a document. 

e. Venkatesan et al, US Patent 6801 999, discloses a system where a large 
number of watermarks are embedded, and can be hidden. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Zachary A. Davis whose telephone number is (571) 272- 
3870. The examiner can normally be reached on weekdays 8:30-6:00, alternate 
Fridays off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Emmanuel Moise can be reached on (571) 272-3865. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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